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DETAILED ACTION 
Election/Restrictions 

1 . Newly amended/submitted claims 16, 19, 20 and 31 -36 are directed to an 
invention that is independent or distinct from the invention originally claimed for the 
following reasons: the invention defined by original claim 1-18 does not specify an ear 
cup including a peripherally extending cushion which are deformable at area 
surrounding the ears and the cushion comprises a material providing a damping ratio 
greater than 0.75. The original claims 5, 10, 15 and 18 specify an ear cup. However, 
the defined ear cup does not require the limitation and is in a different embodiment 
comparing with the invention in the newly amended/submitted claims 16, 19, 20 and 31- 
36. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 16, 19, 20 and 31-36 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP§ 821.03. 

Information Disclosure Statement 

2. The information disclosure statement filed 3/1 0/04 fails to comply with 37 CFR 

1 .98(a)(2), which requires a legible copy of each non-patent literature publication or that 
portion which caused it to be listed; and all other information or that portion which 



Application/Control Number: 09/522,834 Page 3 

Art Unit: 2644 

caused it to be listed. It has been placed in the application file, but the information 
referred to therein has not been considered. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by Huntress 
(US 4,055,233). 

Regarding claim 17, Huntress discloses a noise barrier apparatus for preventing 
external noise from causing noise in an ear on a side of a user's head, the noise barrier 
apparatus comprising: 

an ear adapter body having a first end (end of 6 as shown in Figs. 1 and 4) and a 
second end (end of 2 as shown in Figs. 1 and 4) forward of said first end and 
insertable into the ear canal of the ear (Fig. 3), said ear adapter body defining an 
enclosed audio chamber including the ear canal of the ear, said ear adapter body 
further having, 

an ear canal section (2) adjacent said second end, 
an outer ear section (6) adjacent said first end, and 
a concha section (between 2 and 6) disposed between said ear canal 
and outer ear sections (as shown in Fig. 3),whereby said ear canal section 
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(2) is disposed in the ear canal of the ear, the concha section (between 2 
and 6) is disposed adjacent the concha region of the ear, and the outer 
ear section (6) is disposed outside the ear when said second end of said 
ear adapter body is inserted into the ear canal of the ear (see Fig. 3); and 
a concha cushion (4) to bear against the concha region of the ear (see 
Fig. 3), said concha cushion (4) being mounted to said concha 
section of said ear adapter body and positioned so as to be 
interposed between the concha region of the ear and said concha section 
(between 2 and 6) and being configured to encircle the ear canal entrance 
when said second end of said ear adapter body is inserted into the ear 
canal (see Fig. 3), 

said concha cushion being deformable so as to be conformable to 

the concha region of the ear when held thereagainst (col. 2, line 

65+); and 

wherein said concha cushion comprises a material which is at least 
partially plastically deformable (col. 2, lines 45-49). 

5. Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by Scott (US 

4,878,560). 

Regarding claim 17, Scott discloses a noise barrier apparatus for preventing 
external noise from causing noise in an ear on a side of a user's head, the noise barrier 
apparatus comprising: 
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an ear adapter body having a first end (end of 14 as shown in Fig. 2) and a 
second end (13 as shown in Fig. 2) forward of said first end and insertable into 
the ear canal of the ear (Fig. 2), said ear adapter body defining an enclosed 
audio chamber including the ear canal of the ear, said ear adapter body further 
having, 

an ear canal section (30) adjacent said second end, 
an outer ear section (section contains 14) adjacent said first end, and 
a concha section (between the section inside the canal and the section 
outside the canal as shown in Fig. 2) disposed between said ear canal 
and outer ear sections (as shown in Fig. 2),whereby said ear canal section 
(30) is disposed in the ear canal of the ear, the concha section (between 
the section inside the canal and the section outside the canal as shown in 
Fig. 2) is disposed adjacent the concha region of the ear (col. 1, lines 55- 
60), and the outer ear section (section contains 14) is disposed outside 
the ear when said second end of said ear section (6) is disposed outside 
the ear when said second end of said ear adapter body is inserted into the 
ear canal of the ear (see Fig. 2); and a concha cushion (5) to bear against 
the concha region of the ear (see Fig. 1), said concha cushion (4) being 
mounted to said concha section (between the section inside the canal and 
the section outside the canal as shown in Fig. 2) of said ear adapter body 
and positioned so as to be interposed between the concha region of the 
ear and said concha section (between the section inside the canal and the 
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section outside the canal as shown in Fig. 2) and being configured to 
encircle the ear canal entrance when said second end of said ear adapter 
body is inserted into the ear canal (see Fig. 2), 

said concha cushion being deformable so as to be conformable to 
the concha region of the ear when held thereagainst (col. 1 , line 
65+); and 

wherein said concha cushion comprises a material which is at least 
partially plastically deformable (col. 1, lines 64-66; col. 2, lines 40- 
46). 



Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 23 and 29 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Huntress in view of Clark (US 4,299,303). 

Regarding claims 23 and 29, Huntress fails to show the noise barrier device 
holding apparatus. Clark teacher how to securely hold the tubes of the stethoscope by 
using the headband (12) and earcups to further eliminate the noise. Thus, it would have 
been obvious to one of ordinary skill in the art to modify Huntress in view of Clark by 
using the headband and the earcups to hold the stethoscope's sound tubes in order to 
provide more noise attenuation and securer mounting. 
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8. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huntress in view of Chaudhary et al (US 6,187,232). 

Regarding claim 22, Huntress fails to teach the damping ratio of the cushion 
material. However, Huntress teaches that the cushion is used to attenuate noise (col. 3, 
lines 10-13). Chaudhary et al (hereafter Chaudhary) teaches a cushion material for 
providing sound insulation having a damping ratio greater than 0.75 (col. 3, lines 47-51). 
This material is soft and flexible and thin. Thus, it would have been obvious to one of 
ordinary skill in the art to modify Huntress by replacing the cushion material with the 
material as suggested in Chaudhary in order to provide better sound insulation. 

9. Claims 25 and 27 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Huntress in view Clark as applied to claim 23 above, and further in view of 
Chaudhary. 

Regarding claims 25 and 27, Huntress fails to teach the damping ratio of the 
cushion material. However, Huntress teaches that the cushion is used to attenuate 
noise (col. 3, lines 10-13). Chaudhary et al (hereafter Chaudhary) teaches a cushion 
material for providing sound insulation having a damping ratio greater than 0.75 (col. 3, 
lines 47-51). This material is soft and flexible and thin. Thus, it would have been 
obvious to one of ordinary skill in the art to modify Huntress and Clark by replacing the 
cushion material with the material as suggested in Chaudhary in order to provide better 
sound insulation. 

10. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huntress in view of Chifei et al (US 6,265,475). 
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Regarding claim 21 , Huntress fails to show the sheath. Chifei et al (hereafter 
Chifei) suggests to enclose the cushion using a skin (read as the claimed sheath) to 
increase sound attenuation (col. 3, lines 16). Thus, it would have been obvious to one 
of ordinary skill in the art to modify Huntress in view of Chifei by enclosing the cushion 
using a sheath in order to provide more sound attenuation. 

1 1 . Claim 24 rejected under 35 U.S.C. 103(a) as being unpatentable over Huntress 
in view of Clark as applied to claim 23 above, and further in view of Chifei. 

Regarding claim 24, Huntress fails to show the sheath. Chifei suggests to 
enclose the cushion using a skin (read as the claimed sheath) to increase sound 
attenuation (col. 3, lines 16). Thus, it would have been obvious to one of ordinary skill 
in the art to further modify Huntress and Clark in view of Chifei by enclosing the cushion 
using a sheath in order to provide more sound attenuation. 

12. Claims 26, 28 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huntress in view of Clark and Chaudhary as applied to claims 25 and 27 above, 
and further in view of Chifei. 

Regarding claim 24, Huntress fails to show the sheath. Chifei suggests to 
enclose the cushion using a skin (read as the claimed sheath) to increase sound 
attenuation (col. 3, lines 16). Thus, it would have been obvious to one of ordinary skill 
in the art to further modify Huntress, Clark and Chaudhary in view of Chifei by enclosing 
the cushion using a sheath in order to provide more sound attenuation. 

13. Claims 23 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Scott in view of Clark (US 4,299,303). 
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Regarding claims 23 and 29, Scott fails to show the noise barrier device holding 
apparatus. Scott suggests that the device is used to support the stethoscope. Clark 
teacher how to securely hold the tubes of the stethoscope by using the headband (12) 
and earcups to further eliminate the noise. Thus, it would have been obvious to one of 
ordinary skill in the art to modify Scott in view of Clark by using the headband and the 
earcups to hold the stethoscope's sound tubes in order to provide more noise 
attenuation and securer mounting. 

14. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Scott in 
view of Chaudhary (US 6,187,232). 

Regarding claim 22, Scott fails to teach the damping ratio of the cushion material. 
However, Scott suggests that other material could be used (col. 2, lines 43-46). 
Chaudhary teaches a cushion material for providing sound insulation having a damping 
ratio greater than 0.75 (col. 3, lines 47-51). This material is soft and flexible and thin. 
Thus, it would have been obvious to one of ordinary skill in the art to modify Scott by 
replacing the cushion material with the material as suggested in Chaudhary in order to 
provide better sound insulation with a soft and thin material. 

15. Claims 25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Scott in view Clark as applied to claim 23 above, and further in view of Chaudhary. 

Regarding claims 25 and 27, Scott fails to teach the damping ratio of the cushion 
material. However, Scott suggests that other material could be used (col. 2, lines 43- 
46). Chaudhary teaches a cushion material for providing sound insulation having a 
damping ratio greater than 0.75 (col. 3, lines 47-51). This material is soft and flexible 
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and thin. The cushion for the ear, one would have expected, should be soft (more 
comfortable) and thin (less bulky on concha region). Thus, it would have been obvious 
to one of ordinary skill in the art to modify Scott and Clark by replacing the cushion 
material with the material as suggested in Chaudhary in order to provide better sound 
insulation with a soft and thin material. 

16. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Scott in 
view of Chifei (US 6,265,475). 

Regarding claim 21 , Scott fails to show the sheath. Chifei suggests to enclose 
the cushion using a skin (read as the claimed sheath) to increase sound attenuation 
(col. 3, lines 16). Thus, it would have been obvious to one of ordinary skill in the art to 
modify Scott in view of Chifei by enclosing the cushion using a sheath in order to 
provide more sound attenuation. 

1 7. Claim 24 rejected under 35 U.S.C. 1 03(a) as being unpatentable over Scott in 
view of Clark as applied to claim 23 above, and further in view of Chifei. 

Regarding claim 24, Scott fails to show the sheath. Chifei suggests to enclose 
the cushion using a skin (read as the claimed sheath) to increase sound attenuation 
(col. 3, lines 16). Thus, it would have been obvious to one of ordinary skill in the art to 
further modify Scott and Clark in view of Chifei by enclosing the cushion using a sheath 
in order to provide more sound attenuation. 

1 8. Claims 26, 28 and 30 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Scott in view of Clark and Chaudhary as applied to claims 25 and 27 above, and 
further in view of Chifei. 
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Regarding claim 24, Scott fails to show the sheath. Chifei suggests to enclose 
the cushion using a skin (read as the claimed sheath) to increase sound attenuation 
(col. 3, lines 16). Thus, it would have been obvious to one of ordinary skill in the art to 
further modify Scott, Clark and Chaudhary in view of Chifei by enclosing the cushion 
using a sheath in order to provide more sound attenuation. 

Response to Arguments 

1 9. Applicant's arguments filed 4/8/05 have been fully considered but they are not 
persuasive. 

Applicant argued that Huntress and Scott fail to show a material which is at least 
partially plastically deformable. 

It is noticed that applicant defines the material being partially plastically 
deformable being a material having two distinct characteristics. One of them is the 
material will not return to its original shape ("partially return to its original shape"). The 
other one is the material will return to its original shape ("return fully"). This implies that 
the material is elastic and resilient. Huntress suggests "deformable rubber", which 
clearly falls into the definition as provided by applicant. Scott suggests to use any 
plastic material (col. 2, lines 43-45) or elastic plastic material, which clearly falls into the 
definition as well. Applicant also defines that the material will slowing return to its 
original or partial shape, but fails to define what is being considered slow. Since 
Huntress' or Scott's material will return to its original or partial shape in a time period, so 
Huntress or Scott discloses the claimed invention. 
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Applicant argued that Scott's device cannot provide the function of a sound 
barrier. 

Although Scott fails to mention sound barrier, one can expect that the noise will 
inherently be reduced when the opening of the ear canal is partially blocked by the 
Scott's earmold. The claimed invention is a noise barrier to prevent external noise from 
causing noise in an ear. Scott's device will prevent some, if not all, external noise from 
entering the ear canal since majority of the ear canal is blocked. The claimed invention 
does not specify that all external noise will be barred from entering the ear canal. Even 
if the opening of the ear canal is being completely blocked (for example, the earplug 
used for swimming), one skilled in the art would have expected that some sound will still 
be able to enter the canal. Therefore, Scott discloses the claimed invention. 
20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ping Lee whose telephone number is 571-272-7522. 
The examiner can normally be reached on Monday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vivian C. Chin can be reached on 571-272-7848. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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